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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period f r Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 04 November 2004 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-41 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 1-9. 14-28 and 33-41 is/are rejected. 

7) |^ Claim(s) 10-13 and 29-32 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)Q None of: 

1. D Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1. Claims 1-41 are presented for examination. 

2. The previous office action is withdrawn in response to Applicant's remarks filed 
1 1/4/2004, which pointed out that Ito does not have an effective prior art date. 

3. The text of those sections of Title 35, USC code not included in this action can be 
found in the prior Office Action. 

Claim Rejections - 35 USC § 102 

4. Claims 1-5, 7-8, 19-24, 38 and 40 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Kulakowski [U.S. PGPub 20040100648]. 

5. Kulakowski was cited as prior art of record in the previous office action. 

6. As to claim 1, Kulakowski teaches the invention as claimed including: a method 
of storing document information in an application service provider (ASP) which is 
connected to a user terminal [14, 28, Fig. 1]through a network, comprising the steps of: 

inputting said document information into said user terminal [e.g., 62, Fig. 5]; 
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inputting a previously created e-mail address into said user terminal, said e-mail 
address being confirmed by said ASP and corresponding to a storage location in said 
ASP [71-76, Fig.5]; and 

sending said document information to said e-mail address via said network 96- 
98, Fig.5]. 

7. As to claims 2-5, Kulakowski further teaches that said step of inputting the 
document information comprises manually inputting said document information into said 
user terminal, said the step of manually inputting said document information comprises 
one of scanning and downloading said document information into said user terminal 
[e.g., 62, Fig.5; i.e., user manually inserts document into fax machine, followed by 
automatic scanning of the document into the fax machine], wherein said document 
information to a memory in said user terminal [72, Fig.5]. 

8. As to claims 7-8, Kulakowski further teaches that said step of inputting an e-mail 
address into said user terminal comprises typing said e-mail address into an 
alphanumeric keypad on said user terminal [paragraph 44], wherein said step of 
sending said document information to said e-mail address comprises sending the 
document information via the Internet [78-98, Fig.5]. 
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9. As to claims 1 9-24, 38 and 40, since the features of these claims can also be 
found in claims 1-5 and 7-8 they are rejected for the same reasons set forth in the 
rejection of claims 1-5 and 7-8 above. 



Claim Rejections - 35 USC § 103 



10. Claims 6, 9, 18, 25-28, 37 and 39 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kulakowski [U.S. PGPub 20040100648], as applied to claims 1-5, 7- 
8, 19-24, 38 and 40 above, further in view of official Notice. 

11. As to claim 6, Kulakowski further teaches that said step of inputting a previously 
created e-mail address into said user terminal comprises storing said e-mail address in 
a memory of said user terminal [paragraph 43]. 

Kulakowski does not specifically teach associating said stored e-mail address 
with a quick send key on a keypad of said user terminal and inputting said e-mail 
address in response to a selection of said quick send key. 

However, official Notice is taken that it is well known in the art that when sending 
email via an Internet Service Provider (ISP), the subscriber's PC is normally provided 
with a email agent for storing email address book in a local memory and a selected 
email address can be quickly entered into the "send to" or "copy to" fields by activating a 
quick send key (which may also be a predefined key on the alphanumeric keypad). 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have used such a quick send key for sending Kulakowski's email 
because the method is known to be convenient and could also prevent typos. 

12. As to claim 9, Kulakowski does not specifically teach creating a storage folder 
for storing documents to said ASP. 

However, official Notice is taken that storing data in various storage folder 
created by a user is well known in the art. For example, an Internet Service Provider 
(ISP) may offer each subscriber certain storage space for storing personal web pages, 
wherein a file manager is available for creating various subfolders for storing designated 
document types. 

Since Kulakowski'ss ASP server needs to handle different subscribers 1 data and 
each subscriber may transfer different types of data or image into the server, it is 
obvious to one of ordinary skill in the art to have used the well known file manager to 
create different folders for different subscribers, and various subfolders under each 
subscriber's folder to record different type of document information, because this is a 
nominal approach for organizing large volume of data. 

13. As to claim 18, Kulakowski does not specifically teach using an Internet facsimile 
machine for transmitting the document information as an attached e-mail, whereby an 
email address is provided for such purpose. 
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However, official Notice is taken that using Internet facsimile machine for 
transmitting the document information as an attached e-mail is well known in the art. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use Internet facsimile machine for transmitting the document 
information because Internet facsimile protocol is well established and it has been 
widely used. 

14. As to claims 25-28, 37 and 39, since the features of these claims can also be 
found in claims1-6, 18-24, 38 and 40, they are rejected for the same reasons set forth in 
the rejection of claims 1-6, 18-24, 38 and 40above. 

15. Claims 14-17, 33-36 and 41 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kulakowski [U.S. PGPub 20040100648], as applied to claims 1-9, 
18-28 and 37-40 above. 

16. As to claims 14-15, Kulakowski teaches that the local interface [10, 26, Fig.2] 
has the capability of sending the document information directly to the recepient's fax 
machine [steps 100-1 10, Fig. 5] when the sender's email address is not found in the 
local directory [71, Fig. 5]. 

Kulakowski does not specifically teach sending said document information to said e- 
mail address comprises sending said document information to said e-mail address 
concurrently with sending said document information to said user contact device. 
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However, it is well known in the art of communication by sending important 
information via different communication channels concurrently. Alternatively, it is also a 
nominal practice to notify the fax receiver of the anticipated material via a separate 
communication channel (e.g., in this case via a telephone). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to make use of Kulakowski's co-existed communication channels 
(i.e., one via the Internet and the other via public telephone network) for sending the 
same document concurrently or notify the receiver of the upcoming event because by 
doing so it would improve the probability that the intended information be received in a 
timely fashion. 

17. As to claims 16-17, 33-36 and 41, since the features of these claims can also be 
found in claims 1-9, 14-15, 18-28 and 37-40, they are rejected for the same reasons set 
forth in the rejection of claims 1-9, 14-15, 18-28 and 37-40 above. 

18. Claims 10-13 and 29-32 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

19. A shortened statutory period for response to this action is set to expire 3 (three) 
months and 0 days from the mail date of this letter. Failure to respond within the period 
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for response will result in ABANDONMENT of the application (see 35 U.S.C. 133, 
MP.E.P. 710.02, 710.02(b)). 

Conclusion 

Examiner note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims above for the convenience of the applicant. 
Although the specified citations are representative of the teachings of the art and are 
applied to the specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested from the applicant in preparing 
responses, to fully consider the references in entirety as potentially teaching all or part 
of the claimed invention, as well as the contest of the passage as taught by the prior art 
or disclosed by the Examiner. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Wen-Tai Lin whose telephone number is (571)272- 
3969. The examiner can normally be reached on Monday-Friday (8:00-5:00) . 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Follansbee can be reached on (571)272-3964. The fax phone 
numbers for the organization where this application or proceeding is assigned are as 
follows: 

(703)872-9306 for official communications; and 
(571)273-3969 for status inquires draft communication. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Wen-Tai Lin 




January 24, 2005 



